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I 

REAL PARTY IN INTEREST 



In this Appeal, the real party in interest is Dr. Catherine Lin-Heodel, an individual. 
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11 

RELATED APPEALS AND INTERFERENCES 

Applicant-Appellant and the undersigned legal representative do not know of any other 
appeal, iTiterfererjce, or judicial proceeding that is related to^ directly affects, is directly affected by, 
or has a bearing on the decision of the Board of Patent Appeals and Interferences in this Appeal. 
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ni 

STATTTS OF CLAIMS 

The status of claims in the instant application is as follows: 

Claims 1-10 and 12-22 are pending. 

Claims 1-10 and 12-21 have been rejected. 

Claim 22 has been withdrawn from consideration. 

Applicant appeals from the fejection of claims 1-10 and 12-21. 



-4 
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JV 

STATUS OF AMENDMENTS 

No amendments have been filed after the rejection of claims in the Final Office Action 
mailed on October 24, 2005- 
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V 

STIMMARY OF CL ATMFT) SUBJECT MATTER 



A. Independent Claim 

Claim 1 

Claijn 1 is HirRcted to an electronic system for purchasing merchandise online using a 
computer havinKadisplay device. Specification at laines 17-20; /W. at page SJineiOthrough 

page 9, line 2; id page 16, line 22 through page 17, line 1; id. page 18, lines 21-22; id. at page 20, 

lines 4-8. 

The system includes me«iis for (§ 112, sixth para$y:aph) selecting and purchasing 
merchandise, hy a user, online, f;^.. Specification at 1, lines 17-20; /rf. page 15,lines 15-23;M page 
16, lines 10-13; id page 20, lines 14-15; id page 22, lines 2-6; id page 23, lines 14-22; Figure 8. 

i he system also includes an interactive wizard guide, selectively and optionally deployed hy 
the user, fur making online mcrchtmdtse recommendations and computer-assisted selections 
tailorizcd to said user. E.g. , Specific.;.tioTi at page 8. line 10 throuRh page 9, line 2; id page 15, line 
15-25: 'd page 16. line 5 through page 17, line 2; id page 23, lines 14-22. 

The interactive wizard guide includes means for (§ 1 12, siAth paragraph) prompting the user 
to specify preferences regarding at least one type of merchandise of interest to the user, the 
prompluig i«can$ including means for prompting the user to answer a plurality of questions. Kg., 
Specification at 8, line 10 through page 9. line 2; id. page 15, lines 1 5-19; id page 16, lines 20-22; 

-6- 
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id. page 1 9, line 1 1 through page 20, line 1 5; id. page 21 , lines 9- 1 U and 1 8-22; id. page 22, lines 1 5- 
19; id page 23, lines 14-22; Figure 9A1, steps 1-3 and 5. 

The interactive wizard guide also includes means for (§112, sixth paragraph) receiving the 
preferences and ansv^ers to the plurality of questions to create a user profile. E.g., Specification at 8, 
lines 10-22; id page 15, lines 15-19; id. page 19, lines 4-5; id. page 19 line 10 through page 20, line 
20; id page 21, lines 9-10 and 18-22; id. page 23, lines 14-22; and Figure 9A1, steps 1-4. 

The interactive wizard guide further includes means for (§ 1 12, sixth paragraph) searching in 
and retrieving data from at least one database using predetermined intelligence rules together with 
said user profile to determine said recommendations and said selections of said merchandise and 
accessories to said merchandise. E.g. , Specification at page 8, line 1 5 through page 9, line 2; id. pagp 
15, Hues 1 5-23; id page 16, lines 14-18; id page 17, lines 8-20; id page 22, lines 19-20; id. page 23, 
lines 14-22. 

The interactive wizard guide further includes means (§112, sixth paragraph), in response to 
said retrieving means, for displaying on said display device, said recommendations and said 
selections of said merchandise and said accessories. Kg., Specification at page 8, line 15 through 
page 9, line 2; id. page 18, lines 16-22; id. page 2U, lines 4-8; id. page 21, lines 1 1-17; id page 22, 
lines 8-13; id. page 23, lines 7-10 and 14-22. 
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The interactive wizard guide further wcludes means for (§112, sixih paia^jj aph) overriding 
said interactive wizard guide. Kg. , Specification at 22, line 20 tlirough page 23, line 2; and id. page 
23, lines 14-22. 

B. Dependent Claims 

Claim 2 

Claim 2 is directed to the system of claim 1. In the system, the prompting means or means 
for prompting (§112, sixth paragraph) includes a questionnaire database that prompts the user to 
answer a plurality of questions to specify the user preferences with regard to the at least one type of 
merchandise. The means forprompting is described in the Specification at 8, line lOthrough page 9, 
line 2; id page 15,lines 15-19; id. page 1.6, lines 20-22; id. page 19, line 1 1 through page 20, line 15; 
id page 21, lines 9-10 and 18-22; id page 22, lines 15-19; id page 23, lines 14-22; Figure 9A1, 
steps 1 -3 and 5. Note that claim 2 further defines the means for prompting. 

According to claim 2, in the system of claim 1 the scarcliing and retrieving means or the 
means for searching in and retrieving data from (§ 1 12, sixth paragraph) includes a search engine 
using comparison fimctions, the intelligence rules and user input rules. The means for searching in 
and retrieving data from is described in the Specification, at page 8, line 15 through page 9, line 2; 
id page 1 5, lines 15-23; id page 16, lines 14-18; id page 17, lines 8-20; id page 22, lines 19-20; id 
page 23, lines 14-22. Note that claim 2 further defines the means for searching in and retrieving data 

-8- 
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from. 
Claim 4 

Claim 4 is directed to the system of cla,iiii J . Tlie system further includes means for (§ 
1 1 2(6)) providi ng the user with names of a plurality of vendors for the merchandise recommended to 
the user. E.g^, Speeification at 1 8, lines 1-5; id. at page 23. lines 1 4-22; Figure 9A1, Step 3 ("Maker 
Menu" on Ihe right side). 

Claim 6 

Claim 6 is directed to the system of claim I . The system further includes means for (§ J 1 2, 
sixth paragraph) preparing and displaying, based on specifications provided by the user, a 
recommended floor plan showing each item of merchandise selected by the user. , Specification 
at 18, lines 7-11; id. at page 23, lines 14^22; and Figure 9B. 

Claim 20 

Claim 20 is directed to the system of claim 1 . In the system, the override means or means for 
overriding (§112, sixth paragraph) includes means to allow the user to override a predetermined 

^9^ 
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intelligence rule used by the interactive wizard guide to make rccoinnicudations to the user, ^.^f.- 
Specificaiion at 22, line 20 LhrougU page 23, line 2; id, page 23, lines H-22. 



^10" 
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VI 

npninvnft RRTKCTTQN TO PFVTTTWFD ON APPEAL 

1 Claims 1, 3-5, 9. 10, 1 6, and 20 apparently' stand rejected under 35 U.S.C. 103(a) l^eLng 
unpatentable over Danish et al, U.S. Fatent Number 6327,588 ("Danish'^ hctcinafter) in view of 
Official Notice. 

2. Claims 2, 6 8, 12-15, and 17-19 stand rejectedunder 35 U.S.C. 103(a) as being unpatentable 
ovcrDaniBhinviewofOfFtcialNoticeandinfurtherviewofWeaver,U.^ 

("Weaver" hereinafter). 



3. Claim 21 apparently^ staiids rejected under 35 U.S.C. 103(a) as bf^ing unpatentable over 
Danish in view of Official Notice, Weaver, and Hashimoto, U.S. Patent Number 5,729,699 
("HashiTnOto")- 



' The Final Office Action and the immediately preceding Office Action rejected claims 1 , 3-5, 9, 10, 1 6, and 20 

"under 35 U.S.C. ] 03(a) as being unpatentable over Danish et al (6 A 12,0 1 2) in view of Officia! Notice." The applicants 
in United States Patent Number 6,412,012 were Bieganski etaL^ not Danish etaL The Bieganski patent was used as a 
basis for rejections in one of the previous Office Actions, which rejections were overcome. On the other hand, Danish is 
also used tis ei basis for rejection* of dependent claims made in the Finol OfBec Acstion and in tho immediately preceding 
Office Action. It appears therefore that citing ''Danish ct al (6,412»0 12)" was a clerical error in the Final Office Action, 
and the intended reference was U.S. Patent Number 6,327,588. 

2 The Final Office Action and the immediately preceding Office Action rejected claim 21 "under 35 U.S.C. 103(a) 

fi<i hHng utiparontflhle nver Dnnish et al (6,4 1 2,0 1 2) in view of Official Notice in view of Weaver and further in view of 
Hashimoto (5,729,699)." For the reasons explained in note 1 supra, it appears that citing '^Danish ct al (6,4 12,0 1 2)" was 
a clerical enor in the Final Office Action, and the intended reference was U.S. Patent Number 6,327,588. 

- 11 - 



PAGE 12/35 ' RCVD AT 8/14/2006 7:42:30 PM [Eastern Daylight Tim^^ 



08/14/2006 16:53 8587208631 



ANATOLY S WEISER ESQ 



PAGE 13/35 



LH005 

VII 

ARGUMENT 
A. Rejection of Independent Claims 1 

Claims 1 , 3-5, 9, 1 0, 1<5, and 20 were rejected as being unpatentable ovftr Danish in view of 
Official Notice. The Finol Office Action asserted that Danish discloses all the features of claiDiS 1, 
3-5, 9, 1 0, 1 6, and 7.0, without mentioning the Official Notice. In the single paragraph rejecting these 
claims, the Final Office Action did not explain what facts were noticed in the Official Notice. If the 
assertion that "Danish discloses all the features" means that Danish discloses a single embodiment 
with all the features recited in the claims, then there should have been no need for the use of Official 
Notice. 

The rejection was made under section 103. It follows that not all the limitations recited in the 
claims are found in the same embodiment of a single prior art refercnce. The Final Office Action, 
however, did not explain what elements need to be added to Danish, or what elements disclosed in 
Danish need to be modified, in order to obtain the system recited in claim 1 . Tlie Final Office Action 
thus failed to provide anv motivation for the attempted modification and/or combination. 

The Patent and Trademark Office has the burden of making SLprimafacie case of obviousness 
under 35 U.S.C. § 103. E.g., In re Mayne, 104 F.3d 1339, 1342, 41 U.S.P.Q.2d 1451, 1454 (Fed. 
Cir. 1 997); MPEP § 2 1 42. There are three basic requirements for establishing Siprima facie case of 
obviousness. MPEP § 2 143. First, the combination of prior art references must teach or suggest all 
the claim limitations. Id. Second, there must he a reasonable expectation of success- Id Third, there 

- 12- 
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also "must be some suggestion or motivation, either in Lhe rcfciences themselves or in the knowledge 
generally available to one of ordiiifcuy ^kill in the art, to modify the references or to combine 
refcrcjijce teachings." Id. Both the suggestion and the rcason?»b1e expectation of success must be 
founded in the prior art, not in the Applicant's disclosure. In re VaecK 947 F-2d 488, 493, 20 
U.S.P Q OA 1438, 1442 (Fed. Cir. 1991). "When the motivation to combine the teachings of the 
references is not immediately apparent, it is the duty of the examiner to explain why the combination 
of the teachings is proper/' MPEP § 2142 {sSi\ng Ex parte Skinner, 2 U.S.P.Q.2d 1788 (Bd. Pat App. 
& Inter. 1986)). Here, the Final Office Action failed to explain (1) what elements need to be 
combined and/or modified, (2) what would have motivated a person skilled in the art to make the 
needed modification(s) and/or combination(s), (3) which references disclose the requisite motivation 
to make the needed modification(s) and/or combination(s), and (4) which references disclose tlie 
reasonable expectation of success in making the needed modification(s) and/or combination(s). 
Therefore, the Final Office Action failed to establish a prima facie case of obviousness of claim 1 . 

Danish, the main reference here, also fails to teach or suggest all the claim limitations. For 
convenience of discussion, independent claim 1 is set forth below: 

1. (Previously Presented) An electronic system for purchasing 
merchandise online using a computer having a display device, comprising: 

means for selecting and purchasing merchandise, by a user, online; and 

an interactive wizard guide, selectively and optionally deployed by the user, 
for making online merchandise recommendations and computer-assisted selections 
tailorizicd to said uscr^ aaid interactive wizard guide comprising: 

means for prompting the user to specify preferences regarding at least one 
type of merchandise of interest to said user^ said pruuipti og means includess means for 
prompting the user to answer a plurality of questions. 
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means for receiving the preferences and answers to the plurality ofques Lions 
to create a user profile, 

means for searching in and retrieving data from at least one database using 
predetermined intelligence rules together with said user profile to determine said 
recommendations and said selections ot said merchandise and accessories to said 
merchandise, 

means, in response to said retrieving means, for displaying on said display 
device, said recommendations and said selections of said merchandise and said 
accessories, and 

means for overridinfi; said interactive wizard guide. 

This claim is directed to an electronic system that comprises an interactive wizard guide. The 
interactive wizard guide can be selectively and uptiouakUy deployed by tlic user of the system for 
making online purchasing recommendations tailorized (i.e., tailored) to the user. The interactive 
wizard guide Ccin bft overridden. 

Danish does not teach or suggest means for overriding the wizard guide. 

Danish also fails to disclose or suggest means for receiving the user's preferences and 
answers to questions to create a profile of the user , or means for searching in and retrieving data firom 
a database using predetermined intelligence roles together with the profile to determine the 
recommendationSj, as is recited in claim. 1 . 

We have argued this point in the Amendment filed on 7/22/2005. In response^ the Final 
OfSce Action asserted (at page 9) that the phrase "create user profile" means "any information that is 
saved (even temporarily) from a user session,'' The Final Office Action then cited Danish at column 
3, lines 50-65, as disclosing "assisted user searching." It appears that the "assisted user searching" 



PAGE15l35'RCVDAT8mf20067:42:30PM [Eastern Daylight Tim^^ 



08/14/2006 16:53 8587208631 



ANATOLY S WEISER ESQ 



PAGE 16/35 



LH005 

was intended as a disclosure of means for searching in and retrieving data from at leu^i une 
database using predetermined inielUgence rules together mth said user profile to dciennim said 
recommendations and said selections, recited ia claim 1 . Wc take issue with these assertions for a 
number of reasons. 

A user profile created from the preferences and answers provided by the user is not the same 
as any information that is saved from a user's session. Such broad definition of user profile is 
contrary to the language of claim 1, and has no basis in either the specification of the present 
application, or the English language. 

Note tha.L (jlaini 1 iccitcs "mcana for receiving the preferences and answ^^r*; 1o the plurality of 
questions to create a user profilp." Thus, the profile IS created using the answers provided by the 
user the preferences that arc specified by the user (see the "means for prompting" clause of claim 
1). The user profile is not just "any" information stored from a user's session. Danish does not 
teach means for creating a profile of the user from the preferences specified bv the user and answers 
to the questions provided bv the user , or using the user profile so created to determine 
recommendations . 

Danish's text cited by the Final Office Action as disclosing the "user assisted searching" 
reads as follows: 

It is a further object of the present invention to provide an automated search 
method that can guarantee identification of at least one item for each search. 

It is a feature of the present invention that a user is assisted in identifying a 
subfamily of items within a family of items by: providing a computer readable data 
file of stored information representing at least one family of itcms^ the data file 
identifying at least one alternative for each item, reading the data ftle, displaying a 
feature screen indicating said alternatives represented in the family, accepting 

- 15 - 
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selected alternatives, determining the subfamily of items where each item in the 
subfamily satisfies the selected alternatives, determining available alternatives 
represented in the subfamily and unavailable allcnialivcs unrepresented in the 
subfamily, and revising the feature screen indicating the available alternatives as 
distinct from the unavailable alternatives. 

Danish, col. 3, lines 49-65. The "items" and "alternatives" in nanish are not identified based on the? 

stored user nrofile . Furthermore, Danish defines a family "a<i a collection of offerings with specific 

qualifiers and/or attributes " see co lumn 5j lines 48-49. The user of the Danish's system delineates 

the family of items of interest through a menu, which may include Alphabetical Search, Picture 

Search, View Catalog, or Get Part Number Information methods. Danish, col, 5, line 54-6 1 . These 

methods are fimher described in Danish, col. 5, line 67 ct seq. Allowing a user to make selections 

based on product qualifiers and attributes (alphabetical, picture, catalog, P/N description) is not the 

same as using the user's profile to determine recommendations . For example, Danish's search is an 

interactive, iterative process during vrhich the user makes selections. E,%,, Danish, col 8, line 66 

through coL 9, line 16; see also id, at col. 16, lines 17-23 and 38-39- In contrast, the means for 

seatcliing ufdniiij 1 usc^ 'Said ujycr piofilc tu determine said rccomrxicndaLions" - inherently 

requiring the profile to have been created previously , jt.c. , before the search. In Danish, however, the 

profile need not be created at all, bftnAiisft the selection process is interactive and itexative. 

At least for these reasons, Applicant respectfLilly submits that the Final Office Action has not 
made a prima facie case of obviousness of claim 1, and that claim 1 is patentable over the art ot 
rccord- 

^ 16- 
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B. Rejection of Dependent Claim 2 

The b'inal Office Action rejected claims 2, 6-8, 12-15, and 17-19 uiiJc^" 35 U.S.C§ 103(a) a$ 
being unpalciilable over Dad sh in view of Official Notice and further in view of Weaver. According 
to the Final. Office Actioti. "[ilt would have been obvions to a person having ordinary skill jn the art 
to include in Danish the virtual modeling capabilities as taught by Weaver, because this type of 
preview allows the user to become more comfortable with the purchased articles when the 
transaction is done online (col 1, lines 1 5-20) " 

III the prefen-cd embodiment described by Danish^ the product family searched is FASTON 
Receptac]es5-Uninsulated. Danish, col. 5, lines 47-45. More generally, Danishes "family of items 1 
could be any commercial product or service offering with a common set of features 5 and 
alternatives 6, associated therewith." Danish, col. 5, lines 38-40 (underlining added for emphasis). 
Applicant respectfully submits that the motivation to supplement Dani.^h with virtual clothes 
modeling of Weaver does not apply in the context of electrical connectors , which are not modeled in 
the same sense as clothing. Moreover^ the motivation to combine offered by the Office Action 
apparently would not apply to commercial products, as opposed to clothing intended for personal 
use. Danish and Weaver should not have been combined. 

The Final Office Action also asserted, at page 5, that "Danish teaches using artificial 
intelligence rules to match the merchandise with the accessories and producing a list of results (FIG 
21-24)." Danishes Figures 21-24 illustrate program flows for feature screen creation operations, 

- 17- 
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Scatxih operation initiated the feature screen, and feature screen revision operation. Danish 
describes the functions of the feature screen 9 in these words: 

The feature screen 9. therefore, provides a guided search in that it presents 
terminology for the features 5 and the alternatives 6 to the user prior to a search. 

While in the feature screen 9, the user may select and deselect turning radiobuttons 
23 and listbox entries 16 "on" and "off' as desired. In response to a user initiated 
signal to perform a search, the system retrieves information concerning which user 
selectors 16, 23 are turned 'on' and to which alternatives 6 the user selectors 6, 23 
that axe turned "on" relate. The alternatives 6 turned "on" are the selected 
alternatives 37 and constitute the selection criteria 14 used in the search to generate a 
subfamily 2. 

Danish, col. /, lines 36-55 (emphasis added). See also Figures 7 9, which show different views of 
the feature screen. This appears to be a disclosure of search/retrieval based only on user-selected 
criteria, mther than intelligence rules, rnnsequently. Figures 21-24 (which illustrate feature screen 
operatinns) also show such search/retrieval. 

Danish' s Abstract is to the same effect. The feature sw cea has a scries of groupinga. Daaish, 
the Abstract, "Each grouping repr^scnis a feature having a set of alternatives from which to select. 
Selc^ited altcmatives arc used os a selection criteria in a search operation." Id. (emphasis added). 
Thus, the feature screen is an interface allowing the user to select the desired feanire choices for the 
connectors. The system then performs a search operation, and "[rjcsults of the seareh operation is a 
revised feature screen indicating alternatives that remain available to the user for further selection 
and searching." Id 
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Jn performing the search operation floin Llie feature screen, Danish's system ( 1 ) does not use 
intelligence rules , and (2) does not match the m erchandise wltli Ujc accessories . Instead, it searches 
based on explicit selections (search crj^^ria) of the user, and it matches the selections to the available 
connectors. 

Note further that claim 2 recites "a layout and schematics progratn for preparing and 
displaying a floor plan depicting merchandise selected by the user, wherein the dimensions and other 
architftotiTral features of the floor plan are provided by the user," The Final Office Actiuii ctaserted (at 
page 5) that "Weaver teaches a layout and schematics program for preparing and displaying a floor 
plan depicting merchandise selected by the user (FIG 7, analogous to mannequin trying on clothes).*' 

"Analogous" need not mean "obvious/' An airplane's wing may be analogous to a 
helicopter's rotor; a vacuum tube may be analogous to a transistor; and a lighting bug may be 
analogous to the lightning. But the first member of each pair does not by itself make obvious the 
second member. Even components that are functionally or mechanically equivalent are not 
necessarily obvious in view of one another. MPEP § 2144.06 (citing In re Scoti, 323 F.2d 1016. 139 
U.S.P.Q. 297(CCPA 1962))] see also In re Mayne, 104 F3d 1339, 1342,41 aS.RQ.2d 1451, 1454 
(Fed. Cir. 1997). 

A mere invocation of "analogous" docs not serve as a substitute for a teaching or suggestion 
to modify or combine the references. Without this teaching, a prima facie: case nf obviousness 
cannot be made, 

- 19- 
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At tcust for these reasons, AppliCciiJt respectfully submits that the Final Office Action has not 
made ^proma facie case of obviouancga of claim 2, and that this claim is separately patentable over 
the references of record. 



C- Rejection of Dependent Claim 4 

Claim 4 depends from claim 1. and further recites **means for providing the user with names 
of a plurality of vendors for the merchandise recommended to Ihft nser." In contrast to the pluralitj^ 
of vendors recited in claim 4, Danish's system searches through products of a single vendor. AMP 
Incorporated. See, for example. Figures 1, 31-33, and 35. See also Figures 5, 7-10, and 26-30; 
which shov^ products and the trade name F ASTON®, a trademark of AMP Incorporated. Danish, col 
5, lines 42-45. 

The Final Office Action argued that mere duplication of the essential working parts of a 
device involves only routine skill in the art, citing Regis Paper Co, v. Bemis Co., Inc., 549 F.2d 
833, 193 U.S.P.Q. 8 (7th Cir. 1977). The St. Regis opinion, however, is heavily fact-dependent. 
Danish's searching through tlie database of a single known vendor is different firom searching a 
network to find vendors who supply the merchandize that fits the user's need. In Danish's case, it 
appears that the user would need to know the location of each vendor^'s website/database before 
searching, even if the system were adapted to search through multiple databases of multiple vendors. 

These facts were not present in Sl Regis, The Final Office Action neither compares the facts 
in Sl Regis to the facts in this case^ nor explains why, based on this comparison, the legal conclusion 
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here should be the same as in Si. Regis. Instead, it appears that the Final Office Action rclicb uii 5/. 
Regis as establishing a per se rule that duplication ofparts ui steps would have been obvious. But 
''reliance on /^cr ye lulcs of obviousness is legally incorrect and must cease." In re OchiaU 71 F.3d 
1565, 1572, 37 U.S.P,Q.2d 1127, 1133 (Fed. Cir. 199S)- 

Reliance on a per se rule of obviousness was improper. At least for this reason. Applicant 
respectfully submits tliat the Final Otfice Action has not made a prima facie case of obviousness of 
claim 4, and that this claim is separately palcxituble over the references of record. 

D. Rejection of Dependent Claim 6 

Claim 6 depends from claim 1 . According to the additional limitations of claim 6, (Ijc system 
further comprises means for preparing and display iu^, based on specifications provided by the u&en a 
icconimcndcd floor plan showing each item of merchandise selected by tbft nscT. Applicant 
respectfully submits that ch\m 6 is separately patentable over the references of record at least for the 
same reason as discussed above in relation to the "layout and schematics program'' limitation of 
claim 2. 

E. Rejection of Dependent Claim 9 

Claim 9 depends from claim L According to the additional limitations of claim 9, 'the 
retrieved data is stored in a local database which is smaller then the at least one database, thereby 
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enabling the user to interact with the system without having to traffic data through a network mid 

thus at a faster speed than would be possible if the user had to traffic diila. through the network." 

Danish does not disclose or suggest storing the retrieved data in a smaller database, or sttoring 

the leli levcd information in a local database, thereby enflhlincr the user to interact with th e system 

without having to traffic dat^ thmnph a network . Consider, for exajnple, Danish's Figure 25, which 

"is a representation of a server and client configuration and the flow of data therebetween." Danish, 

coL 5, lines 6-7. Figure 25 shows FEATURE SCREEN STATUS 1 27 being transmitted from the 

SERVER 125 to the CLIENT 126, but does not show a smaller database being transmitted to the 

CLIENT 126. Moreover, Danish expressly states that "[a]lJ of the program files and data files 

described in the local embodiment reside on the server 125." Danish, coL 18, lines 38-39. Danish 

also includes the following paragraph in the description of the operation of the Internet-based 

embodiment, which shows how the data are trafficked through the network: 

The client 1 26 initiates a request to the server 125 for the electronic catalog searching 
application via the Internet. The server 125 detects the request. Receipt of the 
request executes the requested application on the server 125 that permits a u.^er on Qie 
client 126 to select a family 1 or subfamily 2. Example of Main Menu, Alphabetical 
search, Picture Search, and View PaiL Number screens are shown in FIGS. 31 
through 35. When the family 1 or subfamilv 2 is chosen, the s erver 125 sends a 
feature screen status 127 to the client 126, The feature screen staUis 1?.7 comprises a 
feature screen code, ScreenNum 102 in a preferred embodi ment, all features 5 
appTonriate to the fftatnre screen 9 specified in Screen Num IQl, all available 
alternatives 7, all unavailable alternatives 8, and the select ion criteria 14. As the 
selection criteria 14 is always sent, it may comprise zero selected alternatives 37, It 
is apparent, therefore, that the server 125 sends all of the information necessary to 
define the current subfamily 2 to the client 126. The information, therefore, need not 
be retained in memory on the server 125. This particular feature renders it 
particularly appropriate for an Internet environment. The client 126 receives the 
teature screen status 127 and displays the feature screen 9 accordingly. An example 
of the feature screen 9 on the Internet is shown in FIG. 26 through 29. The user on 
the cHenU inakca selections from among the availoble alternatives 7 QeneratingL,a 
selection criteria 1 4 different from that which was set to it. The client 1 26 initiates a 
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search wHti the modi fied selection criteria 1 4. I he client 1 26 sends to the server 1 25, 
the ScteenNum 1 02 value sent to it by the server, and the modified selection criteria 
14. The server 123 receives the ScreenNum 102 and the selection criteria 14. The 
server 125 executes the search operation as disclosed hereinabove using the revised 
selection criteria 14 and generates the feature screen status 127. The server 125 
sends the feature screen status 127 that has been updated based on the modified 
selection criteria 14 to thft cixent 176. The. r-Uftnt 126 rftreivps the feature screen 
status 1 27 and displays the updated feature screen 9. This process may iterate similar 
to the local version to further narrow the subfamily as desired. 

Danish, col 1 9, lines 1 -39 (underlining added for emphasis). Thus, in Danish, the data are trafficked 
through the network for each search iteration. 

The Final Office Action disregarded the following limitation recited in claim 9: '"thereby 
An^ibling the user to interact with the syKtem without having to traffic data through a network and 
thus at a faster speed." But to m^ke 2. prima facie case of obviousness, the prior art references "must 
teach or suggest all the claim limitations." MPEP § 2143. 

At least for tlicsc reasons. Applicant respectfully submits tliat the Final Office Action has not 
made a prima facie case of obviousness, and claim 9 is separatelj^ patentable over the references of 
record. 

F. Rejcctioti of Dependent Claim 1 9 

With respect to claim 1 9, the Final Office Action asserted that "[i]t old and well known 
in the art ... to be able to retrieve additional items that may not be on a provided list (i.e. adding to a 
shopping cart)." The issue, however, is not whether it was known to add items to a shoppmp cart . 
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but whether it was obvious to add matching items to an array of recornmepdations . The prior art of 
rccurd duc5> nut diiiclosc oi suggest tills Jiiuitatiuxi, 

We have made this argument before. In response, the Final Office Action stated (ai page T 1 ) 
that the shopping cart is used "to indicate that a list can be updated by selecting additional products 
to he added." Our point, however, is that claim 19 recites that the user can specify additional 
matching items to be added to an array of recommendations presented to the user, In Danish, the 
user goes through an interactive/iterative selection and search process. The user makes selections of 
search criteria (qualifiers and attributes), and obtains search results. Apparently, the user does not 
directly add items to such search Jesuits, but rather through changing (broadening) search criteria and 
obtaining new search results. See, e.g., Danish, col. 22, lines 12-20 (Danish's claim 8). 

Applicant respectfully submits that the Final Office Action failed to make a prima facie case 
of obviousness of claim 19, and that claim 19 is separately patentable over the references. 

G* Rejection of Dependent Claims 20 and 21 

The Final Office Action does not address the additional hmttations recited in claim 20. 

With respect lu claim 21 , Lhc Final Office Acliuxi acknowledged that Diiiiish ai\d Weavei do 
not specifically teach the predetermined intelligence rules that pertain to determining whether two 
colors match. The Fin:sl Offirift Action then sought to supplement Danish, Official Notice, and 
Weaver with disclosure made in Hashimoto. To justify such combination, the Office Action asserted 
that it would have been obvious to combine Danish and Weaver with Hashimoto "because this 
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would provide an additional feature that users, perhaps color blind or lacking in taste, could use to 
assure that the clothing being bought ijiiiUjlicj*." Note, however, that claim 21 depends from claim 
20, in accordance with which "the override means includes moona to allow the user to override a 
predetermined intelligence rule." Even if the rationale offered in the Fin;?il Office Action in support 
of combining the references suggested employing a color coordination rale, it does not explain why 
the system would allow the user to override this rule , as recited in claim 20, from which claiin. 21 
depends. Indeed, it appears that the rationale offered by the Final Office Action in support of the 
rejection of claim 21 is inconsistent with overriding the rule, which limitation must be read into the 
dependent claim 21 . 

At least for this reason, Applicant respectfully submits that the Final Office Action failed to 
make prima facie case of obviousness of claims 20 and 2 1 , and this claim is separately patentable 
over the references. 
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Vlll 

CONCLUSION 

For the foregoing reasons, Appellant respectfully submits that all pending claims are 
patentable over the references of record and respectfully requests reversal of the rejections. 



Respectfully submitted, 



Dated: August 14. 2006 




Anatoly S. Weiser, Esq., Reg. No. 43,229 
Intellectual Property Legal Counsel 
12526 High BlufFDrive, Ste 300 
San Diego, CA 92130 
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CLAlMtj AFFEJNDIX 

Tho following is a listing of the claims; in the application. All claims have been rejected and 
are involved in this Appeal. 

1 . An electronic system for purchasing merchandise online using a computer having a 
display device, comprising: 

means for selecting and purchasing merchandise, by a user, online; and 

an interactive wi:^ard guide, selectively and optionally deployed by the user, for making 
online merchandise recommendations and computer-assisted selections tailorized to said user, said 
interactive wizard guide comprising: 

means for prompting the user to specify preferences regarding at least one type of 
merchandise of interest to said user, said prompting means includes means for prompting the user to 
answer a plurality ufqueistiuiiii, 

moans for receiving the preferences and answers to the plurality of questions to create a user 

profile, 

means for searching in and retrieving data from at least one database using predetermined 
intelligence rules together with said user profile to determine said recommendations and said 
selections of said merchandise and accessories to said merchandise, 

means, in response to said retrieving means, for displaying on said display device, said 
recommendations and said selections of said merchandise and said accessories, and 
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means for overriding said interactive wizard guide. 

2. The s>5ilem according to Claim 1, wherein: 
3aid prorapting means cornprises: 

a questionnaire dat^ibi^se that prompte the user to answer a plurality of questions to specify the 
\iser preferences wi th regard to the at least one type of merchandise; 
said searching and retrieving means comprises: 

a search engine using comparison fiinctions. said intelligence rules and user input rules; 
said wizard guide further comprising; 

a merchandise database having textual and graphical data regarding the at least one type of 
merchandise, the merchandise database using said intelligence rules to match the merchandise with 
the accessories and having links to databases for other types of merchandise; 

a layout and schematics program for preparing and displaying a floor plan depicting 
merchandise selected by the user, wherein the dimensions and other architectural features of the floor 
plmi euc piuvidcU by the user, 

a models databa se having images of models; 

an animation and morphing program for providing image and motion creation and morphine 
to models selected from the model database by the user, wherein the selected models wear 
merchandise selected by the user, the user able to alter the models and the models' features; 
a temporary working database in which the user works while using the system; and 
a personal folder dalaba.sc for storing the data from the temporary working database and said 
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user profile. 

3. The system according to Claim ] , wherem the user specifies the user preferences by 
either checking at least one box in front of a possible choice or clicking on a text Rtrinp. represfrntrng 
that choice, 

4. The system according to Claim 1, further comprising: 

means for providing the user with names of a plurality of vendors for the merchandise 
recommended to the user. 

5. The system according to Claim 4^, further comprising: 

means for enabling the user to select a vendor from the plurality of vendors; 
means, responsive to the selected vendor, for prompting the user to specify additional 
information regarding products of the selected vendor. 

6. The system according tn Claim 1, fiirthcr comprising: 

means for preparing and displaying, based on specifications provided by the user, a 
recommended floor plan shovsdng each item of merchandise selected by the user- 

7. The system according to Claim. 6, further comprising: 

means for prompting the user to examine and specify specifications and configurations for 
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each merchandise item. 

5. The system according U) Cltiiiii ?<. wljerein the user uses an input device to click on an 
individual item of merchandise shown on the display device to determine which goods to confi.8"re. 

9. The system according to Claitn 1, wherein the retrieved data is stored in a local 
database which is smaller then the at least one database, thereby enabling the user to interact with the 
system without having to traffic data through a network and thus at a faster speed than would be 
possible if the user had to traffic data through the network. 

1 0. The system according to Claim 1 , wherein the prompting means includes menus and 
data entry tables to solicit said preferences from the user. 

12. The system according to Claim 1, wherein the interactive wizard guide includes: 
means for selecting a model from a model database and morphing the model uiiing spticificaiiuns 
provided by tlie user. 

13. The system according to Claim 12, wherein the interactive wizard guide uses an 
animation graphics composition morphing program to cause the model to be animated and to engage 
in a full range of movement displayed on the display device. 
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1 4. The system according to Claim 1 , wherein the interactive wizard guide includes both 
Inclusion and exclusion mechanisms to assist tlie user in making picfcrciict; selecUons. 

15. The system according to Claim 1, wherein the interantivei wizfird guide includes an 
automated select all feature wherein all possible preferences are automatically included unless 
excluded by the user. 

1 6. The system according to Claim 1 , wherein at any stage of interaction with the system, 
an array of recommendations can be presented on the display device, the array able to be narrowed or 
enhanced interactively as the interactive wizard guide gains input from the user. 

17. The system according to Claim 1, wherein if the merchandize is clothing, the 
displaying means of the interactive wizard guide can display a plurality of ensembles of clothing for 
viewing by tlic user, each ensemble able to be alteved with ensemble ilciiib moved from one 
ensemble to another, colors and pattems changed^ and reassembled interacti vely, the ensembles able 
to be displayed using models and animation specifteH hy the nserr. 

1 8 . The system according to C laim 1 1, wherein the user can purchase an entire ensemble, 
or any part of the ensemble. 

19- The system according to Claim 16, wherein the user can specify additional desired 
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matching items to be retrieved and displayed for viewing that may not be included in the array. 

20. The 3>'stcm according to Claim 1, wherein the override means includes means to 
allow the user to override a predetermined intelligcjicc rule used by the interactive wizard guide to 
make recommendations to the user. 

21. The system according to Claim 20, wherein the predetermined intelligence rule 
pertains to determining whether two colors match. 
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No evidence has been submitted pursuant to 37 C.r.R. §§ 1.130, 1.131, or 1.132. No 
evidence has been entered in the record by the Fyaminer and relied upon by Appellant in this 
Appeal. 
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RELATED PROCEEDINGS APPENDIX 



Applicant Appellant and the undersigned legal, representative do nnt know nf any other 
appft;*l, interference, or judicial proceeding that is related to, directly affects, is directly affected by, 
or has a bearing on the decision of the Board of Patent Appeals and Interferences in this Appeal. 
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